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REMARKS 

This Amendment and Response is filed in response to the Office Action dated 

December 30, 2002. Initially, Applicants' attorney wishes to thank Examiner Harris for the 

careful consideration given this application. However, Applicant respectfully submits that US. 

Patent No. 6>302,698 to Ziv-El (the "*698 Patent"), cited in support of each of the rejections 

under 35 U.S.C. §103(aX is not properly considered prior art pursuant to 35 USC§ 103(c). 35 

USC§ 103(c) states: 

Subject matter developed by another person, which qualifies as 
prior art only under one or more of subsections (e), (f), and (g) of 
section 102 of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention were, at 
the time the invention was made, owned by the same person or 
subject to an obligation of assignment to the same person. 

As discussed more fully below, the *698 Patent qualifies as prior art only under 35 
USC§ 102(e) and has been commonly owned with the present application at all relevant times. 
Accordingly, pursuant to 35 USC§ 103(c), it cannot be considered as the basis for a rejection 
under 35 USC§ 103(a). 

As mentioned, this application and the '698 Patent were, at the time the invention 
of this application was made» and at all times thereafter commonly owned. On March 26, 1999, 
the sole inventor for U.S. Serial No. 09/250,687 (the "*687 Application"), Jacob Ziv-El, assigned 
all right, title and interest in the application and any patents issuing therefrom to Discourse 
Technologies, Lie. On October 16, 2001, the '687 apphcation issued as the '698 Patent. A copy 
of the assignment agreement together with the associated recordation sheet is attached hereto as 
Exhibit A. 

Similarly, on January 10, 2001, each of the inventors of the present application 
assigned all right, title and interest in this application and any patents which woidd issue 
therefrom to Discourse Technologies, Inc. A copy of that assignment agreement is attached 
hereto as Exhibit B. 

In addition, on August 22, 2002, both this application and the '698 Patent were 
subsequently assigned fix)m Discourse Technologies to Educational Testing Service, the current 
Assignee, A copy of that assignment agreement is attached hereto as Exhibit C. Accordingly, 
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the '698 Patent and the present application both at the time the present application was filed and 
at all times thereafter were commonly owned. 

Turning to the particular iiejections, claims 1-13» 14-17, 20-22, 25-35 and 37 stand 
rejected by the Examiner under 35 USC§ 103(a) as being unpatentable over Ziv-El (U.S. Patent 
6,302,698) in view of Hehnick, et al„ (U.S. Patent 6,470,171). The *698 Patent was filed 
February 16, 1999 but did not issue until October 16, 2001. However, the present application 
was filed January 12, 2001 approximately nine (9) months prior to the issuance of the '698 
Patent. Therefore, the '698 Patent would only qualify as prior art for purposes of this application 
under 35 USC§ 102(e). As stated above, under 35 USC§ 103(c), prior art under 35 USC§ 
lQ2(e), (f) or (g) wWch is conmionly owned with the present application may not be considered 
for purposes of applying 35 USC§ 103(a), Accordingly, it is.iespectfully submitted that pursuant 
to 35 USC§ 103(c) the '698 Patent is not proper prior art under 35 USC§ 103(a) and the rejection 
should be withdrawn. 

Claims 18-19 and 23-24 stand rejected under 35 USC§ 103(a) being unpatentable 
over Ziv-El For the reasons set forth above, it is submitted that, pursuant to 35 USC§ 103(c), 
the '698 Patent is not proper prior art under 35 USC§ 103(a) and can not form the basis of a 
rejection under 35 USC§ 103(a). Accordingly, it is respectfully requested that the rejection be 
withdrawn. 

Finally, the claims have been slightly amended for clarification purposes. 

In light of the foregoing, it is respectfully submitted that the '698 Patent is not 
proper prior ait for purposes of 35 USC§ 103(a) and that the claims are in condition for 
allowance and notice of such effect is requested. As a result, it is respectfully submitted tliat 
each of the rejections should be withdrawn. 

Respectfully submitted, 
PEPPER HAMILTON LLP 

Raymond A. Miller 

USPTO Registration No. 42.891 
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j^rrr ^^^'ARTMENT OF COMMERCE 
iCt I Patent and TracJamark Offlcs 



To the Honorable Commissioner of 




Pleafig record the attached gjginal docmpents or copy thereof. 



1. Nam6 of convesriag par^(ies): 

Jakob Ziv-^ 

17-1 Ibn Oviiol Screet 

Her2iiya {srael 



Additional nameja) of €»nvflvinfl partWfe6> attachad? OYefi WHo 



3. Kature of oomwyance: 
■ ABslgnmant 
□ Security Agraement 
.□ Other 



□ Merger 

□ Changs of Name 



Execution Data: March 56. 1999 



2. Name and address of receivixkgpartyCies): 
Name; Digcourse TQchnol^ oles. Inc. 
Intemel Address: ^ 



Street Address: 10218 North Port Waf^hlnotnn 

Road ^ 



City:MaauJ2D Stiate: M Zip: ^£132 

Additional name(a) & addrassCes) attachad? Q Yas ■ No 



4. Application number(s) or patent number(s): 

If this document is being filed with a new application, the execution date of the application Is:. 



A. Patent Application No.(e) 
09/250,687 



B. Patent No.(s) 



Additional numbers atteched? □ Yes 



No 



5. Name and address of party to whom correspondsncB 
concernihg document should be mailed: 

Name: Mlehaiil J. Mftfiovftm 

Internal Address: -Queries & Bradv LLP 



Streat Address: 41 1 Kflfft WlSOOnain AVfinUfi 



Citv: MriwRukftfl 



State: Wl Z\p\ BS2S2Z 



6. Total number of applications and patents 
involvad; 



7. Total Fee J37 CFR 34) a4Q.QQ 

□ Enclosed 

■ Authorteed to be charged to deposit account 



8. Deposit account number 



17-QQ55 



(AAaeh duplicate copy of this page If paying by deposit account) 



( i/2Q/1999 SARnYA GOOOOKS 170055 09eS0M7 



DO NOT THIS SPACE 
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4 0 , 00 C H 



9. Statement and signature 

To the best of my knowledge Gnd beUef, the foregoing Information Is true and correct and eny attached copy is a 
truecopy of the priglnaf document 



Michagj M<?Ggvgrn 

Name of person signing 




^ , .April 13r 1999 

Sjdnature Data . 

Total number of pages including cover aheet, attachments and document: | ^ I 



J lUteH riAmimimtx tn hm racordsd With required cover sheet Informetion to: 
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( ) 



WHEREAS, I, Jakob Ziv-El of HerzUya, Israel have made certain invendons which are described in an 
application for Letteis Patent of the Untted Swes No. 09/250,687, fUod Febnwjy 16, 1999 and entitled METHODS 
AND APPARATUS FOR ON-LINE TEACHING AND LEARNING, and 

WHEREAS, DiscQorse Technologies, Inc. G^^reinafter referred to as said Conipany), a Wisconsin 
corporation having a place of business at 102 1 8 North Pon Washington Road in Mequon, Wisconsin 53092 is 
desirous of acquiring the ^itire mterest in said inventions throughout the United States of America and die territories 
thereof, for all other countries and under all international agreem^ts, 

NOW, THEREFORE, ibr and in consideration of One Dollar (Sl.OO) to me in hand paid, and other good 
and valuable consideration, receipt whereof is hereby acknowledged, I hereby sell, assign and transfer unto said 
Company, its successors and assigns, tbe entire right, title and bteiest throughout flse United States of America and 
the territoiies thereof for aQ foreign countries and under all international agreements in and to said inventions, the 
afi^aid application, all other applications bereafier ^ed in the Uni^ States, in any other country, or under any 
Intemadonal agreement based in whole or in part on said inventions, and all Letters Patents granted upon said 
applications by the Unhed States, by any other country or under any international agreement, and T do hereby 
authorize and request the Commission^' of Patents and Trademarks to issue said Lettera Patent to said Company. 
I funber grant to said Company, its saccessors and assigns, the li^ to claim for any of said applications the full 
benefits and priority rights of any intonadonal agreement between the United States and any foreign country or 
countries or between any other countries. 

1 hereby warrant that I have die fiUl right to make the conveyance herein, and I hereby covenant that 1, my 
heirs, legal representatives and assigns, wfll when requested, communicate to said Company, its representatives, 
successors and assigns, all facts known respecting said inventions, execute aU divisional, continumg, reissue, 
reexamination and foreign or mtemactonal applications, together with indWidual assignments dierefor, make all 
rightful oaths, sign all lawful papers, testify in any legal proceeding and graerally do everydiing possible to aid said 
Company, its successors and assigns, in the obtaining of Letters Patent 

IN TESTIMONY WHEREOfP. I have hereunto set my hand and seal at the location and on the date 
indicated with my signature. 



Date; 




WTTNKSS#1: 



Name: Evelyn Wolman 



^v-EI 



WITNESS ^2; 



Name: Albeirt Wolman 



Address: 



Recavedfrom <4122810717 > at 4/30103 3:S9:S4 PM [Eastern DayGghtTime] 
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ASSIGNMENT 

WHEREAS, We, autnon G, Ziv-el of Milwaukee, Wisconsin, Robert Tolly of Madison, Wisconsin, and 
Michael Dunk of Madison, Wisconsin have made certain inventions which axe described in an application for 
Letters Patent of the United States entitlBd METHOD AND SYSTEM FOR ONLINE TEACHING USING WEB 
PAGES executed by ns on even dates herewith pieparatory to obtaining Untied States Letters Patent ih«efoj, and 

WHEREAS, Discourse Technobgies. Inc* (hereinafter referred to as said Company), a Wisconsin 
corporatiDn having a place of business at 10218 North Port Washington Road in Mcquon, Wisconsin 53M2 is 
desirous of acquiring the entire interest m said inventions thioughouttbe United States of Americaand tixe territories 
thereof, for all other countries and under all international agreements, 

NOW, THEREFORE, for and in consideration of One Dollar (Sl.OO) to us in hand paid* and other good 
and valnable consideration, recent whereof is hereby acknowledged, we hereby sell, assign and transfer unto said 
Conqjany, its successors and assigm, flie entire right, title and interest throughout the United States of Amerira and 
the territories thereof, for all foreign countries and under all international agreements in and to said inventions, the 
aforesaid application, all other ^iplications hereafter filed in the United States, in any other country, or under any 
international agreement based in whole or in part on said inventions, and all Letters Patents granted upon said 
applications by the United States, by any other countty or under any intematianal agreement, and we do hereby 
authorize and request the Commissioner of Patents and Trademarks to issue said Letters Patent ri said Company. 
We fiirAer grant to said Company, its successors and assigns, die right to claim for any of said appUcationa the full 
benefits and priority rights of any international agreement between the United States and any foreign country or 
countries or between any other countries. 

We hereby warrant that we have the full right to make the conveyance herein, and we hereby covenant 
that we, our heirs, legal representatives and assigns, will when requested, communicate to said Compaxy, its 
representatives, successors and assigns, all facts knownrcspectiug said inventions, execute all divisional, continuing, 
reissue, reexaminationandforeign ormtecnattonal applications, together with individual assignments therefor, make 
all rigluful oaths, sign afl lawfiil papers, testify in any legal proceeding and general^ do everything possible to aid 
said Company, its successors and assigns, iA the obtaining of Letters Patent 

IN TESTIMONY WHEREOF, We have hereunto set my band and seal at the location and on Ihe date 
indicated with our signatures. 



Date: I 



STATE OF WISCONSIN ) 

)SS 

MILWAUKEE COUNTY ) 




Before me on flus^?day oi^i^^fflOO^, came Sbiinim G. Ztv^I to ipe baown to be the person named 
in the foregoing assignmenc and acknowledged his execution thaeof to be baa ftee act and deed. 



■'^\OTAfl^ Nrtarypuwio, 

'' - State of Wisconsin ^ ^ 1 -^X^j^ 
''UBUO MyConmnssion:. Ll-JEi. 
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Date: ///^/fc/^ j^'^-^'^'^ J 

Robert ToUy 



STATE OF WISCONSIN ) 

)SS 

COUNTY ) 
Before me an 

caine Robert ToUy to me known to be the person named in 
fbiegoing assignqjqi^^r^ admowledged bis execution theieof to be his finee act and deed. 

Nobuy t>iibUc, 

- : """"^ •' ; State of Wisconsin i i 

/^UBL\C« My CnminiMiftn! } \. -^(S^ t> [ 

..-'Id?' 1 I 



Date: I \±d 0 ^ 
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STATE OF WISCONSIN ) 

)SS 

COUNTY ) 



Micha^Dunk 



Befoife mg on thid^^*^ c ^^'^^^^^ Q^^ came Michael Dank to me known to be the person named in 
the foregoing assigtunent and acknowledged his execution thereof to be his free act and deed. 



(SEAL) ^.'''^.WIC;-:'. . . 

--.Sp - NcWPubli 





^'VOTA/^y State of Wisconsin ^ 
• ^ ^ I ; MyCoJuraission: I V 'V'SlO 1 
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RECORDATION FORM COVER SHEET 

PATENTS ONLY 



U.S. DEPARTMENT OF CQMMEftCf 
PBtflnt And TfBdemBfk Ofliot 



To the Honorable Coroinissioiifir of Patents and Trademarks: Please record the attached original documems or copy thereof. 



1. Name of conveying pany(ies): 

Shimon G. Ziv-el 
Robert Tolly 
Michael Dunk 



Additional namafs) of corwBVlnq paftyfics) attached? OYea aNo 
3. Nature of conveyance: 

■ Assignment □ Marger 

□ Security Agreement □ Change of Name 

□ Other ^ 

Execution Date: January 1 0^ 2001 



2. Name and address of receiving paity(ies); 
Name: Diacourse TechnoloQies, Inc. 
Internal Address: 



Street Addrass: 10218 North Port Washington 
Road 



Citv: Meduon 



State: Wl Z\p\MB§2 



Addrtionet nameU) & addrea9(B3) attachad? 0 Ves ■ No 



4, Application number(s) or patent numberls); 

If thia document is being filed with a new application, the execution data of the application ia: January 10, 2001 



A. Patent Application No.(s) 



B. Patent No. Is) 



Additional numbers attached? □ Yes 



No 



6. Name and address of party to whom corrBspondence 
concerning document should be mailed: 

Name: Michael J. McGoyern 

Internal Address: ^uaries & Brady LLP 



Street Address: 411 g- Wisconsin Avenue 



CHyi Milwaukee 



State: WL Zio: 53202 



6. Toial number of applications and patents 
Involved: 



7. Total Fee 137 CFR 341 S40.GQ 

□ Enclosed 

■ Authorizad to be charged to deposit account 



8. Deposit account number 



17-0055 



(Actach duplicate copy of this page if payins *»y <J*pwi| account) 



9. Statement and signature 

To the best of my knowledge end belief, the foregoing Infonrwtion is true and correct and any attached copy is a 
truecopy of the original document* 



Name of person signirtg 




1/12/01, 
Date 



Total number of pages including cover sheet, attachments and document; 



#4679952 
260198.90127 



Mall documents to ba raeordBd with roquired cover shset Information to: 
Commiasloner of Patents and Trademarks, Box Aasignments 
Washington, D.C. 20231 
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ASSIGNMENT OF PATENT APPLICATION 

WHERBAS ft«scoO(;stTccV>ftftiogto ,1a:.]. a corporation of ) who&t post office address is [uxo LcAosWi 

^tX^ .^V^^ A^n^t^ (hereinaftfir referred to a$ Assignor) is the assignee of the entire right, title and interest in the invration 
. entitled: 

Method and System for On-Une Teaching Using Web Pages 



For which an application for Patent was filed on January 12, 2001 , Serial No. 09/760,267 

WHEREAS, Educational Testing Service 
a corporation of New York 

whose post office address is 666 Rosedale Road, Mail Stop 38-D, Princeton^ New Jersey 08541 

(hereinafter referred to as Assignee), is desirous of securing the entire right» tittci and interest in and to 
this invention in all countries throughout the worlds and in and to the application for United Stat^ Letters 
Patent on this invention and the Letters Patent to be issued upon this appUcationj 

NOW THEREFORE, be it known that for good and valuable consideration, the receipt of which fiom 
assignee is hereby acknowledged. I as assignor, have sold, assigned, transferred, and set over, and do 
hereby sell, assign, transfer, and set over unto the assignee, its lawful successors and assigns, my/our 
entire right, title, and interest in and to this invention, and this applicaCian, and all divisionals, and 
continuations thereoi^ and all Letters Patent of the United States which may be granted thereon, and all 
reissues thereof, and all rights to claim priority on the basis of the above;provisional application (if anyX , 
as well as all ri^ts to claim priority on the basis of this application, and'all applications for Letters Patait 
which may hereafter be filed for this invention in any foreign country and all Letters Patent which maybe . 
granted on this invention in any foreign country, and all extensions, renewals, and reissues thereof; and 
I/We hereby authorize and request the Commissions of Patents and Trademarks of the United States and 
any official of any foreign country whose duty it is to issue patents on applications as described above, to 
issue all Letters Patent for this invention to assignee, its successors and assigns, in accordance with the 
terms of this Assignment; 

AND, I HEREBY covenant that I have the full right to convey the intaxst assigned by this Assignment, 
and I have not executed and will not execute any agreement in conflict with this Assignment; 

AND, I HEREBY fiirdier covenant and agree that I will, without further consideration, conmiunicate with 
assignee, its succe^ors and assigns, ai^ &cts known to me/us respecting this invention, and testify in aiiy 
legal (»*oceeding, sign all lawful papers when called upon to do so, execute and deliver any and all papers 
that may be necessary or desirable to perfect the title to this invention in said assignee, its successors or 
assigns, execute all divisional, continuation, and reissue applications, make all rightful oaths and 
generally do everything possible to aid assignee^ its successors and assigns, to obtain and enforce proper 
patent protection for this invention in flie Um'ted States and any foreign country, it being understood that 
any expense incident to the execution of such papers shall be borne by the assignee, its successors and 
assxgi2S. * 



IN TESTIMONY WHEREOF, I have hereunto setmrhands. 

Signature of Assignor: Date ^/ /o^ 

Name of Assignor: oCt^ IXscMsf^ Texf-^^ufo^f 

Address io^ \^r^sw fV. ^tA^fiarg^ Vl^ ciaca. 
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